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DETAILED ACTION 

1 . Applicant's election without traverse of 1-1 3 and 34-45 in the reply filed on 
1 1/5/2007 is acknowledged. Claims 14-33 and 46-60 have been cancelled. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 , 34, and 35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Burton 5,141,509. 

Regarding claim set 1-13: 

Burton (Burton, Fig. 1) discloses a penile prosthesis having means for preventing 
spontaneous inflation comprising: a housing 40 having an outer wall with at least a 
portion of the outer wall being compressible (see 42, 44); a first flow valve 14 (see 
specifically the inclined section between 16 and 18) positioned within the housing and 
having a seated and an unseated position; and a bar 16, 18 positioned within the 
housing and moveable between a first and a second position so that when the bar 16 is 
moved from the first position to the second position the bar causes the first flow valve 
14 to move from the seated to the unseated position. Burton further discloses (claim 2) 
a first compressible side wall 42 positioned to intersect an axis defined by a path of 
travel of the first flow valve 1 4; (claim 3) wherein the housing has a substantially 
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rectangular configuration. Burton further discloses (claim 5) that an obtuse interior angle 
is formed between the first portion of the bar 16 and the second portion of the bar 18 
(see angle between 16 and the inclined section of 18). Burton also discloses (claim 13) 
a second flow valve 24 positioned such that when the first flow valve 14 is moved from 
the seated to the unseated position, the first flow valve 14 contacts the second flow 
valve 24 and moves the second flow valve 24 from a seated to an unseated position 
(see Fig. 3). 
Regarding claim 34: 

Burton (Burton, Fig. 5) discloses a penile prosthesis having means for preventing 
spontaneous inflation comprising: a unitary molded valve block (see 60 and 58 
contained within unitary housing); and a unitary molded shell 54 attached to the valve 
block wherein the shell include a pump bulb. 
Regarding claim 35-45: 

Burton (Burton, Fig. 1) discloses a penile prosthesis having means for preventing 
spontaneous inflation comprising: a housing 40 having an outer wall with at least a 
portion of the outer wall being compressible (see 42,44); a first flow valve 14 (see 
specifically the inclined section between 16 and 18) positioned within the housing and 
having a seated and an unseated position; and a bar 16, 18 positioned within the 
housing, the bar comprising a spring 22 and being moveable between a first and a 
second position so that when the bar is moved from the first position to the second 
position the bar causes the first flow valve 14 to move from the seated to the unseated 
position. Burton further discloses (claim 36) the bar has a bend (see bend to and from 
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inclined surface on 14) connecting a first portion 16 and a second portion 18 of the bar, 
at least one rib (see middle of 14) extending the first and second portions of the bar 
such that the bend augments the spring (see how the middle of 14 augments spring 22), 
the outer wall further comprising: a first compressible side wall 42 positioned to intersect 
an axis defined by a path of travel of the first flow valve 14 from the seated to the 
unseated position. Burton further discloses (claim 37) that the bar is a thin elongate 
member, an end portion of the second portion 18 of the bar engaging an end of the first 
flow valve (see flat side of middle section of 14) when the bar is in the first position. 
Burton also discloses (claim 39) the at least one rib (see middle of 14) extending across 
the bend is shaped to as to make the bar stiff, such that resistance to deflection forces 
is enhanced; and wherein (claim 40) the first portion of the bar comprises at least one 
rib (see middle portion of 14) centrally located on thereon, such that the when the first 
portion of the bar is compressed by the first compressible side wall compression forces 
exerted on the first portion of the bar are distributed substantially evenly along the first 
portion of the bar. Burton further discloses (claims 43-44) a support member 20 coupled 
to the housing 40, wherein the support member 20 contacts a portion of the first flow 
valve 14 in such as manner as to prevent sideways movement of the first flow valve; 
wherein the support member 20 further comprises a shelf (see valve seat for 14) in 
contact with the first flow valve 14. Burton also discloses (claim 45) a second flow valve 
24 positioned such that when the first flow valve 14 is moved from the seated to the 
unseated position, the first flow valve 14 contacts the second flow valve 24 and moves 
the second flow valve 24 from a seated to an unseated position (see Fig. 3). 
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Furthermore, while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function, because apparatus claims cover what a device 
is, not what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable 
of performing the intended use as recited in the preamble, or elsewhere in a claim, then 
it meets the claim. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2, 3, 13, 36, 37, and 43-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burton 5,141,509 in view of Doyle 3,510,029. 

Burton discloses the invention as discussed above. However, Burton does not 
teach the following claimed limitations taught by Doyle. 

Doyle teaches a gas release apparatus comprising a housing 26, a bar 16 used 
to open a valve (see col. 2, lines 9-14) with a first compressible side wall 48 positioned 
to intersect an axis defined by a path of travel of the first flow valve (see bar 16) from 
the seated to the unseated position; a second compressible side wall 46 adjacent to the 
first compressible side wall 48, located such that a first portion of the bar is adjacent to 
the first compressible side wall 48 and a second portion of the bar is adjacent to the 
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second compressible side wall 44 so that if either the first or the second compressible 
side wall is compressed, the bar 16 is caused to engage the first flow valve and move 
the first flow valve from the seated to the unseated position (see col. 3, lines 6-12); 
wherein the first compressible side wall 48 is shorter than the second compressible side 
wall 44. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the valve assembly of Burton, by 
implementing a plurality of compressible side walls coupled to a valve in order to make 
it easier for the user to actuate the release valve. 

6. Claims 4, 5, 38, 39, 40 and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burton 5,141 ,509 in view of Doyle 3,510,029, and in further view of 
Smye 2,586,575. 

Burton in view of Doyle discloses the invention as discussed above. However, 
Burton in view of Doyle does not teach the following claimed limitations taught by Smye. 

Smye teaches a relief valve apparatus comprising a housing 4, with a 
compressible wall 30 coupled to a valve 12. Smye further teaches a bar 18 that is 
substantially parallel with the compressible side wall 30 (see inner side of 30) when the 
side wall 30 is in an uncompressed state (see Fig. 1). Smye further teaches that a 
segment of the first flow valve 12 includes a plastic member 24 disposed thereon such 
that the bar 18 contacts the plastic member 24 when the bar is in the first position (see 
Fig. 2). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the valve assembly of Burton in view of 
Doyle, by making the second compressible side wall parallel with the second portion of 
the bar when in an uncompressed state in order to have room between the housing wall 
and inner components so the wall can compress. 

7. Claims 6, 7, and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burton 5,141,509 in view of Doyle 3,510,029, and in further view of Lambert 
5,158,111. 

Burton in view of Doyle discloses the invention as discussed above. However, 
Burton in view of Doyle does not teach the following claimed limitations taught by 
Lambert. 

Lambert (Fig. 7) teaches a valve assembly comprising a bar 1 1 1 , 109 and a 
valve 107. Lambert further discloses that the bar includes plastic and stainless steel 
(see col. 5, lines 14-16). Lambert also teaches (claim 41) that the flow valve 105 
comprises a metal portion 111 and a synthetic portion 107. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the valve assembly of Burton in view of 
Doyle, by implementing a valve and or valve bar which incorporates both steel and 
plastic in order to give the valve assembly stability as well as good sealing quality. 

8. Claims 8 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Burton 5,141,509 in view of Doyle 3,510,029, and in further view of Valentine 3,228,731. 



Application/Control Number: Page 8 

10/820,660 

Art Unit: 3746 

Burton in view of Doyle discloses the invention as discussed above. However, 
Burton in view of Doyle does not teach the following claimed limitations taught by 
Valentine. 

Valentine teaches a valve assembly comprising valve bar member 38. Valentine 
further teaches wherein the first portion of the bar (top end of 38) includes a curved free 
end wherein a curvature of the free end operatively associates with a curvature of the 
first flow valve (see cover over 38 that provides valve 36); wherein a curvature of the 
free end also operatively associates with a curvature of an interior portion of the outer 
wall (see wall above chamber 12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the valve assembly of Burton in view of 
Doyle, by implementing a valve bar with a curved free end that operatively associates 
with an outer wall in order to allow the valve to reciprocate easily within the housing. 
9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burton 
5,141 ,509 in view of Doyle 3,510,029, and in further view of Willard 6,1 71 ,233. 

Burton in view of Doyle discloses the invention as discussed above. However, 
Burton in view of Doyle does not teach the following claimed limitations taught by 
Willard. 

Willard (Fig. 1) teaches a penile pump assembly comprising a pump bulb 18 
coupled to a housing 20, wherein the pump bulb 18 has a first exterior texture and the 
housing 20 has a second exterior texture that is different than the first exterior texture 
(see Fig. 1). 



Application/Control Number: Page 9 

10/820,660 

Art Unit: 3746 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the pump assembly of Burton in view of 
Doyle, by implementing a pump bulb and housing with various textures in order to allow 
the user to better grip the elements. 

10. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burton 5,141 ,509 in view of Doyle 3,510,029, and in further view of Keefe 
5,328,293. 

Burton in view of Doyle discloses the invention as discussed above. However, 
Burton in view of Doyle does not teach the following claimed limitations taught by Keefe. 

Keefe discloses a tactile tile comprising a texture including a plurality of raised 
circular panels 8. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to have modified the pump assembly of Burton in 
view of Doyle, by implementing a texture on the housing that includes a plurality of 
circular raised panels in order to allow the user to gain a better grip on the housing 
(Keefe, col. 2, lines 12-17). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J. Bertheaud whose telephone number is (571) 
272-3476. The examiner can normally be reached on M-F 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Devon Kramer can be reached on (571) 272-71 18. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





